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DETAILED ACTION 

Information Disclosure Statement 

The information disclosure statement submitted on 25September2003 has been 
considered by the Examiner and made of record in the application file. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 19 -27 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The language of the claim raises a question as 
to whether the claim is directed merely to an abstract idea that is not tied to a 
technological art, environment or machine which would result in a practical application 
producing a concrete, useful, and tangible result to form the basis of statutory subject 
matter under 35 U.S.C. 101. 

Claims 19-27 claim the non-statutory subject matter of a program. Data 
structures not claimed as embodied in computer-readable media are descriptive 
material per se and are not statutory because they are not capable of causing functional 
change in the computer. See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1754 
(claim to a data structure per se held nonstatutory). Therefore, since the claimed 
programs are not tangibly embodied in a physical medium and encoded on a computer- 
readable medium then the Applicants has not complied with 35 U.S.C 101. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-6, 8-15, 17-24, and 26-27 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Kakivaya et al. (US 20040267876 A1). 

Consider claim 1. Kakivaya et al. clearly shows and discloses a method in a data 
processing system for providing a single automation tool adapter for use with multiple 
different automation tools, said method comprising the steps of: monitoring a plurality of 
clients for automation requests (("Discovery clients 110-111 may monitor Announce and 
ByeBye messages to maintain a list of the devices and services available on the 
network 120 by listening to the discovery IPv4 URL, if they are IPv4 capable, and to 
discovery IPv6 URL, if they are IPv6 capable; dual stack discovery clients monitor both 
addresses.") paragraph 0241 ); receiving, from one of said plurality of clients, an 
automation request in an original format to be executed within one of said automation 
tools (("The discovery device simply responds to all matching discovery requests, 
whether from a discovery client or from a discovery server.") paragraph 0005); 
determining a second format required by said one of said automation tools; converting 
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said automation request from said original format to said second format; and submitting 
said automation request in said second format to said one of said automation tools for 
processing, wherein automation requests are submitted to one of said automation tools 
in a format required by said one of said automation tools (("The configuration number 
enables controlled caching of the description of the service or device. The configuration 
number is associated with the configuration of the service or device. If the configuration 
changes, then the configuration number also changes. When the announcement 
message is received, the recipient (e.g., discovery server or discovery client) can use 
the endpoint identifier to check for the presence of a cached description of the service 
or device in its local cache. The recipient then compares the configuration number to 
check whether the cached description is up to date.") paragraph 0009). 

Consider claim 2. Kakivaya et al. clearly shows and discloses a method wherein 
said steps of monitoring a plurality of clients for automation requests and receiving, from 
one of said plurality of clients, an automation request further includes the steps of: 
providing a plurality of request queues; and checking each one of said plurality of 
request queues for a message (("...In multicast mode, the devices whose device or 
service description matches the query return a response (a find response message) 
directly to the sender ...") paragraph 0040). 

Consider claim 3. Kakivaya et al. clearly shows and discloses a method further 
comprising the steps of: each one of said plurality of request queues being located in a 
different one of said plurality of clients (("Further, the discovery client can use 
parameters in its discovery query to retrieve a single "page" amount of responses at a 
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time from the discovery server (which, for example, can be a number of entries that can 
be displayed as a page by the discovery client). In one implementation, the discovery 
client can specify a size limit and page context in its discovery query. The discovery 
server responds with up to the size limit of matching entries in its cache of service and 
device descriptions, and returns the page context and status indicating whether the 
query is complete. The discovery client can continue to request further "pages" in 
subsequent queries using the size limit and returned page context.") paragraph 0014). 

Consider claim 4. Kakivaya et al. clearly shows and discloses a method 
comprising the steps of: determining said second format required by said one of said 
automation tools utilizing a configuration file that includes a specification of a format for 
each one of said plurality of automation tools (("The scope information is used to control 
the scope of queries in large networks. It can be set by an explicit configuration of a 
device, or it can be associated to the device identifier in the database of a discovery 
server. A device may be present in multiple scopes.") paragraph 0085). 

Consider claim 5. Kakivaya et al. clearly shows and discloses a method 
comprising the steps of: receiving said automation request in said original format which 
is an XML document format (("The ad-hoc service discovery protocol uses several 
Extensible Markup Language (XML) formats for its message exchanges.") paragraph 
0044); and converting said automation request from said XML document format to a flat 
file containing a set of name/value pairs, wherein said flat file format is said second 
format (("FIG. 3 (including parts A-F) is a listing of an XML schema defining message 
types in the ad-hoc discovery protocol.") paragraph 0018). 
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Consider claim 6. Kakivaya et al. clearly shows and discloses a method 
comprising the steps of: including a unique identifier in each one of a plurality of 
received requests; said automation request being included in said plurality of received 
requests; and including a first identifier in said automation request (("The described ad- 
hoc service discovery protocol further improves scalability and reliability by using an 
endpoint identifier, configuration number and stateless boot time in announcement 
messages of a service or device. The endpoint identifier is a unique identifier of the 
respective service or device.") paragraph 0008). 

Consider claim 8. Kakivaya et al. clearly shows and discloses a method 
comprising the steps of: processing said automation request by said one of said 
automation tools; generating, by said one of said automation tools, a reply to said 
automation request in response to a completion of processing of said automation 
request by said one of said automation tools; said reply being in said second format; 
converting said reply to said original format; and transmitting said converted reply in 
said original format to said one of said plurality of clients (("In ad hoc mode, a discovery 
responder 130-132 (FIG. 1) that receives a query sends a response if the query 
matches one of the locally available services. In server mode, the discovery server 140 
(FIG. 1) returns a response containing a list of the objects that match the service. The 
query response is encoded as a SOAP message, which is sent to the "ReplyTo" 
endpoint specified in the query if one was specified, and to the originator itself 
otherwise.") paragraph 0126). 
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Consider claim 9. Kakivaya et al. clearly shows and discloses a method 
comprising the steps of: including a unique identifier in each one of a plurality of 
received requests; said automation request being included in said plurality of received 
requests; including a first identifier in said automation request; including said first 
identifier in said converted reply (("Messages include message identifier and time-to-live 
parameters to detect recast queries and avoid duplicating replies.") abstract). 

Consider claim 10. Kakivaya et al. clearly shows and discloses a data processing 
system for providing a single automation tool adapter for use with multiple different 
automation tools, said method comprising the steps of: monitoring a plurality of clients 
for automation requests (("Discovery clients 110-111 may monitor Announce and 
ByeBye messages to maintain a list of the devices and services available on the 
network 120 by listening to the discovery IPv4 URL, if they are IPv4 capable, and to 
discovery IPv6 URL, if they are IPv6 capable; dual stack discovery clients monitor both 
addresses.") paragraph 0241); receiving, from one of said plurality of clients, an 
automation request in an original format to be executed within one of said automation 
tools (("The discovery device simply responds to all matching discovery requests, 
whether from a discovery client or from a discovery server.") paragraph 0005); 
determining a second format required by said one of said automation tools; converting 
said automation request from said original format to said second format; and submitting 
said automation request in said second format to said one of said automation tools for 
processing, wherein automation requests are submitted to one of said automation tools 
in a format required by said one of said automation tools (("The configuration number 
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enables controlled caching of the description of the service or device. The configuration 
number is associated with the configuration of the service or device. If the configuration 
changes, then the configuration number also changes. When the announcement 
message is received, the recipient (e.g., discovery server or discovery client) can use 
the endpoint identifier to check for the presence of a cached description of the service 
or device in its local cache. The recipient then compares the configuration number to 
check whether the cached description is up to date.") paragraph 0009). 

Consider claim 11. Kakivaya et al. clearly shows and discloses a data processing 
system comprising steps of monitoring a plurality of clients for automation requests and 
receiving, from one of said plurality of clients, an automation request further includes the 
steps of: providing a plurality of request queues; and checking each one of said plurality 
of request queues for a message (("...In multicast mode, the devices whose device or 
service description matches the query return a response (a find response message) 
directly to the sender ...") paragraph 0040). 

Consider claim 12. Kakivaya et al. clearly shows and discloses a data processing 
system comprising the steps of: each one of said plurality of request queues being 
located in a different one of said plurality of clients (("Further, the discovery client can 
use parameters in its discovery query to retrieve a single "page" amount of responses at 
a time from the discovery server (which, for example, can be a number of entries that 
can be displayed as a page by the discovery client). In one implementation, the 
discovery client can specify a size limit and page context in its discovery query. The 
discovery server responds with up to the size limit of matching entries in its cache of 
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service and device descriptions, and returns the page context and status indicating 
whether the query is complete. The discovery client can continue to request further 
"pages" in subsequent queries using the size limit and returned page context.") 
paragraph 0014). 

Consider claim 13. Kakivaya et al. clearly shows and discloses a data processing 
system comprising the steps of: determining said second format required by said one of 
said automation tools utilizing a configuration file that includes a specification of a 
format for each one of said plurality of automation tools (("The scope information is used 
to control the scope of queries in large networks. It can be set by an explicit 
configuration of a device, or it can be associated to the device identifier in the database 
of a discovery server. A device may be present in multiple scopes.") paragraph 0085). 

Consider claim 14. Kakivaya et al. clearly shows and discloses a data processing 
system comprising the steps of: receiving said automation request in said original 
format which is an XML document format (("The ad-hoc service discovery protocol uses 
several Extensible Markup Language (XML) formats for its message exchanges.") 
paragraph 0044); and converting said automation request from said XML document 
format to a flat file containing a set of name/value pairs, wherein said flat file format is 
said second format (("FIG. 3 (including parts A-F) is a listing of an XML schema 
defining message types in the ad-hoc discovery protocol.") paragraph 0018). 

Consider claim 15. Kakivaya et al. clearly shows and discloses a data processing 
system comprising the steps of: including a unique identifier in each one of a plurality of 
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received requests; said automation request being included in said plurality of received 
requests; and including a first identifier in said automation request (("The described ad- 
hoc service discovery protocol further improves scalability and reliability by using an 
endpoint identifier, configuration number and stateless boot time in announcement 
messages of a service or device. The endpoint identifier is a unique identifier of the 
respective service or device.") paragraph 0008). 

Consider claim 17. Kakivaya et al. clearly shows and discloses a data processing 
system comprising the steps of: processing said automation request by said one of said 
automation tools; generating, by said one of said automation tools, a reply to said 
automation request in response to a completion of processing of said automation 
request by said one of said automation tools; said reply being in said second format; 
converting said reply to said original format; and transmitting said converted reply in 
said original format to said one of said plurality of clients (("In ad hoc mode, a discovery 
responder 130-132 (FIG. 1 ) that receives a query sends a response if the query 
matches one of the locally available services. In server mode, the discovery server 140 
(FIG. 1 ) returns a response containing a list of the objects that match the service. The 
query response is encoded as a SOAP message, which is sent to the "ReplyTo" 
endpoint specified in the query if one was specified, and to the originator itself 
otherwise.") paragraph 0126). 

Consider claim 18. Kakivaya et al. clearly shows and discloses a data processing 
system comprising the steps of: including a unique identifier in each one of a plurality of 
received requests; said automation request being included in said plurality of received 
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requests; including a first identifier in said automation request; including said first 
identifier in said converted reply (("Messages include message identifier and time-to-live 
parameters to detect recast queries and avoid duplicating replies.") abstract). 

Consider claim 19. Kakivaya et al. clearly shows and discloses a computer 
program product in a data processing system for providing a single automation tool 
adapter for use with multiple different automation tools, said method comprising the 
steps of: monitoring a plurality of clients for automation requests (("Discovery clients 
110-111 may monitor Announce and ByeBye messages to maintain a list of the devices 
and services available on the network 120 by listening to the discovery IPv4 URL, if they 
are IPv4 capable, and to discovery IPv6 URL, if they are IPv6 capable; dual stack 
discovery clients monitor both addresses.") paragraph 0241); receiving, from one of said 
plurality of clients, an automation request in an original format to be executed within one 
of said automation tools (("The discovery device simply responds to all matching 
discovery requests, whether from a discovery client or from a discovery server.") 
paragraph 0005); determining a second format required by said one of said automation 
tools; converting said automation request from said original format to said second 
format; and submitting said automation request in said second format to said one of 
said automation tools for processing, wherein automation requests are submitted to one 
of said automation tools in a format required by said one of said automation tools (("The 
configuration number enables controlled caching of the description of the service or 
device. The configuration number is associated with the configuration of the service or 
device. If the configuration changes, then the configuration number also changes. When 
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the announcement message is received, the recipient (e.g., discovery server or 
discovery client) can use the endpoint identifier to check for the presence of a cached 
description of the service or device in its local cache. The recipient then compares the 
configuration number to check whether the cached description is up to date.") 
paragraph 0009). 

Consider claim 20. Kakivaya et al. clearly shows and discloses a computer 
program product in a data processing system comprising steps of monitoring a plurality 
of clients for automation requests and receiving, from one of said plurality of clients, an 
automation request further includes the steps of: providing a plurality of request queues; 
and checking each one of said plurality of request queues for a message (("...In 
multicast mode, the devices whose device or service description matches the query 
return a response (a find response message) directly to the sender ...") paragraph 
0040). 

Consider claim 21 . Kakivaya et al. clearly shows and discloses a computer 
program product in a data processing system further comprising the steps of: each one 
of said plurality of request queues being located in a different one of said plurality of 
clients (("Further, the discovery client can use parameters in its discovery query to 
retrieve a single "page" amount of responses at a time from the discovery server (which, 
for example, can be a number of entries that can be displayed as a page by the 
discovery client). In one implementation, the discovery client can specify a size limit and 
page context in its discovery query. The discovery server responds with up to the size 
limit of matching entries in its cache of service and device descriptions, and returns the 
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page context and status indicating whether the query is complete. The discovery client 
can continue to request further "pages" in subsequent queries using the size limit and 
returned page context.") paragraph 0014). 

Consider claim 22. Kakivaya et al. clearly shows and discloses a computer 
program product in a data processing system comprising the steps of: determining said 
second format required by said one of said automation tools utilizing a configuration file 
that includes a specification of a format for each one of said plurality of automation tools 
(("The scope information is used to control the scope of queries in large networks. It can 
be set by an explicit configuration of a device, or it can be associated to the device 
identifier in the database of a discovery server. A device may be present in multiple 
scopes.") paragraph 0085). 

Consider claim 23. Kakivaya et al. clearly shows and discloses a computer 
program product in a data processing system comprising the steps of: receiving said 
automation request in said original format which is an XML document format (("The ad- 
hoc service discovery protocol uses several Extensible Markup Language (XML) 
formats for its message exchanges.") paragraph 0044); and converting said automation 
request from said XML document format to a flat file containing a set of name/value 
pairs, wherein said flat file format is said second format (("FIG. 3 (including parts A-F) is 
a listing of an XML schema defining message types in the ad-hoc discovery protocol.") 
paragraph 0018). 
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Consider claim 24. Kakivaya et al. clearly shows and discloses a computer 
program product in a data processing system comprising the steps of: including a 
unique identifier in each one of a plurality of received requests; said automation request 
being included in said plurality of received requests; and including a first identifier in 
said automation request (("The described ad-hoc service discovery protocol further 
improves scalability and reliability by using an endpoint identifier, configuration number 
and stateless boot time in announcement messages of a service or device. The 
endpoint identifier is a unique identifier of the respective service or device.") paragraph 
0008). 

Consider claim 26. Kakivaya et al. clearly shows and discloses a computer 
program product in a data processing system comprising the steps of: processing said 
automation request by said one of said automation tools; generating, by said one of said 
automation tools, a reply to said automation request in response to a completion of 
processing of said automation request by said one of said automation tools; said reply 
being in said second format; converting said reply to said original format; and 
transmitting said converted reply in said original format to said one of said plurality of 
clients (("In ad hoc mode, a discovery responder 130-132 (FIG. 1 ) that receives a query 
sends a response if the query matches one of the locally available services. In server 
mode, the discovery server 140 (FIG. 1) returns a response containing a list of the 
objects that match the service. The query response is encoded as a SOAP message, 
which is sent to the "ReplyTo" endpoint specified in the query if one was specified, and 
to the originator itself otherwise.") paragraph 0126). 
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Consider claim 27. Kakivaya et al. clearly shows and discloses a computer 
program product in a data processing system comprising the steps of: including a 
unique identifier in each one of a plurality of received requests; said automation request 
being included in said plurality of received requests; including a first identifier in said 
automation request; including said first identifier in said converted reply (("Messages 
include message identifier and time-to-live parameters to detect recast queries and 
avoid duplicating replies.") abstract). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f)or(g) 
prior art under 35 U.S.C. 103(a). 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 7, 16, and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Kakivaya et al. (US 20040267876 A1) in view of Wong et al. (US 6968364 B1). 

Regarding claim 7, and as applied to claim 1 above, Kakivaya et al. discloses a 
method of a unique identifier in each one of a plurality of received requests. This reads 
on the claimed "...comprising the steps of: including a unique identifier in each one of a 
plurality of received automation requests ..." (paragraph 0042). However, Kakivaya et 
al. fails to teach using the unique identifier to track each received automation request. 
Wong et al. discloses a method wherein requests are tracked by their unique 
identification number. This reads on the claimed "...tracking each one of said plurality of 
received automation requests utilizing said unique identifier." (("The token GUID 
uniquely identifies the token so that the token may be tracked and/or corresponding 
transaction information may be (inked back to a token request and the individual making 
the request.") column 43 lines 19-30). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to incorporate the tracking methods as taught by Wong 



Application/Control Number: 10/671,215 Page 17 

Art Unit: 2109 

et al. with the information received of unique identifiers as taught by Kakivaya et al. for 
the purpose of tracking an automation request by its unique identifier. 

Regarding claim 16, and as applied to claim 1 above, Kakivaya et al. discloses a 
system comprising a unique identifier in each one of a plurality of received requests. 
This reads on the claimed "...comprising the steps of: including a unique identifier in 
each one of a plurality of received automation requests ..." (paragraph 0042). However, 
Kakivaya et al. fails to teach using the unique identifier to track each received 
automation request. Wong et al. discloses a method wherein requests are tracked by 
their unique identification number. This reads on the claimed "...tracking each one of 
said plurality of received automation requests utilizing said unique identifier." (("The 
token GUID uniquely identifies the token so that the token may be tracked and/or 
corresponding transaction information may be linked back to a token request and the 
individual making the request.") column 43 lines 19-30). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to incorporate the tracking methods as taught by Wong 
et al. with the information received of unique identifiers as taught by Kakivaya et al. for 
the purpose of tracking an automation request by its unique identifier. 

Regarding claim 25, and as applied to claim 1 above, Kakivaya et al. discloses a 
computer program product in a data processing system comprising a unique identifier in 
each one of a plurality of received requests. This reads on the claimed "...comprising 
the steps of: including a unique identifier in each one of a plurality of received 
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automation requests ..." (paragraph 0042). However, Kakivaya et al. fails to teach using 
the unique identifier to track each received automation request. Wong et al. discloses a 
method wherein requests are tracked by their unique identification number. This reads 
on the claimed "...tracking each one of said plurality of received automation requests 
utilizing said unique identifier." (("The token GUID uniquely identifies the token so that 
the token may be tracked and/or corresponding transaction information may be linked 
back to a token request and the individual making the request.") column 43 lines 19-30). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to incorporate the tracking methods as taught by Wong 
et al. with the information received of unique identifiers as taught by Kakivaya et al. for 
the purpose of tracking an automation request by its unique identifier. 

Conclusion 

Any response to this Office Action should be faxed to (571) 273-8300 or mailed 

to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Hand-delivered responses should be brought to 

Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Fearer whose telephone number is (571) 270- 
1770. The examiner can normally be reached on Monday-Thursday from 6:30am to 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rafael Perez-Gutierrez can be reached on (571) 272-7915. The fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free) or 571-272-4100. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist/customer service whose telephone 
number is (571) 272-2600. 

Mark Fearer 
M.D.F./mdf 
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